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Objection to the substitute specification 

The substitute specification lias been objected to under 35 U.S.C. §132 
because it has introduced new matter into the disclosure. 

Specifically, the Examiner objected to the substitute specification since: 

(1 ) Production Examples 5 and 6 do not correspond to Examples 1 and 4, 
respectively of the translation for paragraph 41 of Japanese priority application No. 
2000-075653 because of the different amount of styrene, n-butyl methacrylate, i- 
butyl methacrylate, 2-ethylhexyl acrylate and glycidyl methacrylate in the 
polymerization of the vinyl resin; 

(2) Example 5 on page 29 of the specification corresponds to Example 1 of 
the translation for paragraph 42 of Japanese priority application No. 2000-075653 
except for the use of 1 .0% by weight of lead naphthanate in Example 5 (page 29, 
line 5 of the substitute specification) vs. 0.1% by weight in Example 1 [of Japanese 
priority application No. 2000-075653]. Likewise, Examples 6 through 12 and 
Comparative Examples 2 and 3 in Table 2 (page 30) have been objected to because 
the quantity of lead naphthenate do not correspond to the same of Examples 2 
through 8 and Comparative Examples 1 and 3 in Japanese priority application No. 
2000-075653; 

(3) Example 10 in Table 2 has been further objected to because of 
inconsistency of the amount of Urethane-modified vinyl resin with the Example 6 of 
Japanese priority application No. 2000-075653; and 

(4) Comparative Example 3 in Table 2 also has been further objected to 
because B-1 is not used in the Comparative Example 3 of Japanese priority 
application No. 2000-075653. 

Production Examples 5 and 6 

The inconsistency between the substitute specification and the translation is 
based on the incorrect translation of the Japanese priority application No. 2000- 
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075653. Original text of paragraph [0041 ] (first two sentences) of the Japanese 
priority application No. 2000-075653 in Japanese and its corrected translation is 
attached hereto as Appendix II in the marked-up form. 

In the original text of paragraph [0041 1 of the Japanese priority application 
No. 2000-075653, the amount of styrene, n-butyl methacrylate, i-butyl methacrylate, 
2-ethylhexyl acrylate, glycidyl methacrylate and 2,2'-azobisisobutyronitrile of the 
Production Examples 5 and 6 are described as 25 parts, 14 parts, 16 parts, 18 parts 
and 1 part, rather than 20 parts, 25 parts, 10 parts, 25 parts, 20 parts and 1 part 
respectively. Thus, the Production Examples 5 and 6 are supported by the 
description of Japanese priority Application No. 2000-075653. 

The formula of FANCRYL FA-512MT is inserted by the foregoing Amendment 
as suggested by the Examiner. 

Amount of Lead Naphthenate of Examples 5-12 and Comparative Examples 2 and 3 

The inconsistency betv\/een the substitute specification and the translation is 
based on the incorrect translation of the Japanese priority application No. 2000- 
075653. Original text of paragraphs [0042] and [0047] of the Japanese priority 
application No. 2000-075653 in Japanese and their corrected translation is attached 
hereto as Appendix III in the marked-up form. 

In the original text of paragraphs [0042] and [0047] of the Japanese 
priority application No. 2000-075653, the amount of lead naphthenate is described 
as 1 .0 % by weight, rather than 0.1 % by weight. Thus, the amount of lead 
naphthenate of Examples 5-12 and Comparative Examples 2 and 3 is supported by 
the description of Japanese priority Application No. 2000-075653. 

Example 10 in Table 2 

The amount of urethane -modified vinyl resin of Example 10 has been 
amended to 70% by weight by the foregoing amendment. Thus, the amount of 
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urethane -modified vinyl resin of Example 10 is supported by the description of 
Japanese priority Application No. 2000-075653 and its translation. 

Comparative Example 3 in Table 2 

The polymer dispersion of Comparative Example 3 in Table 2 has been 
corrected from "B-1" to --B-3-- by the foregoing Amendment. Thus, the polymer 
dispersion of Comparative Example 3 in Table 2 (Production Example 1 1 on page 
24, line 19 through page 25, line 3) is supported by the description of Japanese 
priority Application No. 2000-07565 (particularly, Example 3 on paragraphs 
[0045] and [0046] ). 

The certification of the translation is attached hereto as Appendix IV. For the 
reasons set forth above, withdrawal of these objections is respectfully requested. 

An early and favorable action on the material is respectfully requested. 
Should there be any questions regarding the Application, the Examiner is invited to 
contact the undersigned representative at the local telephone number below. 



Rader, Fishman & Grauer PLLC 

Suite 501 

1233 20th Street, N.W. 
Washington, D.C. 20036 
Telephone: (202) 955-3750 
Facsimile: (202) 955-3751 
Customer No. 23353 

Should additional f es be necessary in connection witti th filing of this pap r, or 
if a petition for ext nsion of tim is r quired for tim ly acc ptanc of same, th 
Commissioner is her by authoriz d to charge Deposit Account No. 180013 for 
any such fe s; and applicant(s) h reby petition for any ne dedext nsion of time. 



Respectfully submitted, 



Date: March 13, 2003 




David K. Benson 
Reg. No. 42,314 
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Appendix I 

In accordance with 37 CFR 1.121(b)(1){iii), the amended Table 2, beginning at page 
30, line 1 , is set forth in a marked-up version below: 



Table 2 





Example 


Comparative 
Example 


5 


6 


7 


8 


9 


10 


11 


12 


2 


3 


Unethane- 
modified 
vinyl resin 


Kind 


A-5 


A-5 


A-5 


A-6 


A-5 


A-5 


A-7 


A-8 


A-9 




Amount 


50 


50 


50 


50 


50 


[50]70 


50 


50 


50 




Polymer 
dispersion 


Kind 


B-1 


B-2 


B-3 


B-1 


B-1 


B-1 


B-1 


B-1 


B-1 


B-I1]3^ 


Amount 


50 


50 


50 


50 


50 


30 


50 


50 


50 


100 


Cobalt naphtl 


lienate 


0.3 


0.3 


0.3 


0.3 




0.3 


0.3 


0.3 


0.3 


0.3 


Lead naphthenate 


1.0 


1.0 


1.0 


1.0 


1.0 


1.0 


1.0 


1.0 


1.0 


1.0 


Manganese 
naphthenate 










0.3 












Mineral spirit 


20 


20 


20 


20 


20 


20 


20 


20 


20 


20 


JR603 


40 


40 


40 


40 


40 


40 


40 


40 


40 


40 


Disparion 6900-1 0P(] 


2 


2 


2 


2 


2 


2 


2 


2 


2 


2 


BYK-066 


0.8 


0.8 


0.8 


0.8 


0.8 


0.8 


0.8 


0.8 


0.8 


0.8 
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Appendix II 

Paragraph [0041 ] (first two sentences) of the Japanese priority application No. 
2000-075653: 

[0041] (2)'>u^ if^-j^mmmmomm 



2 5U 

V n 1 4^ 

/^^]) /vm i -^'^/I^ 1 6^ 



co^l-a-fe^ 4 B#raT?iTL/c„ (Ennphasis added.) 



Translation of paragraph [0041 ] of the Japanese priority application No. 2000- 
075653: 

[0041 ] (2) Preparing urethane modified vinyl resin solution 

Into a flask was charged 100 parts of mineral spirit, followed by the elevation 
of temperature to 1 1 5°C under stirring with introducing nitrogen gas. Then, the 
below-described mixture of monomers and other compound were added dropwise 
thereto over a period of 4 hours with maintaining the temperature at 1 1 5°C. 

styrene [20] 25 parts 

n-butyl methacrylate [25] 14 parts 

1- butyl methacrylate [10] 16 parts 

2- ethylhexyl acrylate [25] 18 parts 
glycidyl methacrylate [20] 27 parts 
2,2'-azobisisobutyronitrile 1 part 
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Appendix III 

Paragraph [00421 of the Japanese priority application No. 2000-075653 is as 
follows: 

[0 0 4 2] ( 3 ) mmm^<Dmm. 

±tBim (1) x'Uhntcm^Pf'^w^mRrixu (2) -cnhtitou^y^^^-^^^^m 
mmw.^. mmmwj^Mnti>5 0/5 0 t^ji^xoi^u^^^s rtibt^-a-M^isff^^^ 
KM^^xmitmmt Lx-ry'rym=^y<^^h^o. 3mm%Rxi'f-yy''^mr^^ i. o a 

0Mg|5(C^LT. «#L7'^^SP3 5;^.7;^^t°y 5/ h 2 OgP, rjR6 0 3j {f^tl^^ 

=f^^yH) 4 0^15, 9 0 0 - 1 oj iMM\:^M±M:. ^ ^±*^J) 

2^mi rBYK-0 6 6j (fy^ - ^ ^-^M. f^^^J) 0. 8^?rifl-^L. 
5/V-t'5^fC^^ $ t°y hf-TlASV 5~9 OKUJdiraSLT. ^i|6|-M 

^^#/Co (Emphasis added.) 

Translation of paragraph [0042] of the Japanese priority application No. 2000- 
075653 is as follows: 

[0042] (3) Adjusting coating composition 

After mixing polymer dispersion liquid obtained according to the process (1) 
above and urethane modified vinyl resin solution obtained according to the process 
(2) above in a ratio of 50/50 based on resin solid content weight, 0.3% by weight of 
cobalt naphthenate based on the total resin solid content and [0.1] 1£% by weight of 
lead naphthanate based on the same were added, and the whole was stirred to form 
a homogeneous mixture. Then, based on 100 parts of the resulting mixed resin 
solution, 20 parts of mineral spirit, 40 parts of "JR603" (TAYCA Corporation, titanium 
white), 2 parts of "DISPARLON 6900-10" (manufactured by Kusumoto Chemical 
Co., Ltd., a sagging inhibitor) and 0.8 part of "BYK-066" (manufactured by BYK- 
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Chemie Co., a defoaming agent) were mixed. Finaly, after dispersing the whole in a 
sandmill, the viscosity was controlled to 75 to 90 KU with mineral spirit to obtain a 
coating composition. 

Paragraph [0047] of the Japanese priority application No. 2000-075653 is as 
follows: 

[0 0 4 7] mMm 5 

mm^J^^iWco (Emphasis added.) 

Translation of paragraph [0047] of the Japanese priority application No. 2000- 
075653 is as follows: 

[0047] Example 5 

A coating composition was obtained in a similar manner to Example 1 with 
the exception that hardening catalysts of 0.3 % by weight of manganese 
naphthenate and [0.1] 1£ % by weight of lead [naphthanate] naphthenate for the 
adjustment of the coating composition. 
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Appendix IV 



CERTIFICATION OF THE TRANSLATION 
OF APPENDICES II AND III ABOVE 

Commissioner for Patents 
Washington, D.C. 20231 

Sir: 

I, Yoichiro Yamaguchi, certify that I am familiar with both the Japanese and 
English languages, that I have reviewed both paragraphs [0041] , [0042] 
[00471 of the Japanese priority application No. 2000-075653 filed March 17, 2000 
in Japanese and the English language translation thereof of Appendices II and III, 
and that the English translation is a true, faithful and accurate translation of the 
above identified application as filed. 

I hereby declare that all statements made herein of my own knowledge are 
true and that all statements made on information and belief are believed to be true; 
and further that these statements were made with the knowledge that willful false 
statements so made are punishable by fine or imprisonment, or both, under Section 
1001 of Title 18 of the United States Code and that such willful false statements may 
jeopardize the validity of the application. 

Date: March 13,2003 

RADER, FISHMAN & GRAUER, P.L.L.C 
1233 20*' Street, NW, Suite 501 
Washington, DC 20036 
Telephone: (202) 955-3750 
Facsimile: (202) 955-3751 
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